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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
08/28/2006 has been entered. 

2. The priority date is 10/03/2003. 

3. Claims 1-31 are currently pending. Claims 1,13, and 27 are independent claims. 

4. Claims 27-31 are new claims. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 27-31 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Albornoz etal. (hereinafter Albornoz, U.S. Patent Application Publication No. 
2004/0260717 filed 06/20/2003, published 12/23/2004). 
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In regard to independent Claim 27, Albornoz discloses: 

• generating a dynamic annotation template, wherein ttie dynamic annotation 
template includes variable layout information used to define a layout of a 
corresponding annotation instance (Fig. 5H; Pg. 9, Paragraph [0093]) discloses 
allowing a user to select XSL or XSLT files and to associate those stylesheets 
(executable instructions) with an annotation structure. These stylesheets would 
be variable in the sense that they might perform differently depending on what 
type of annotation structures they were applied to; producing different output, 
layout and/or content. 

• applying a first annotation instance to a first portion of an electronic document in 
accordance with the dynamic annotation template; and applying a second 
annotation instance to a second portion of the electronic document in accordance 
with the dynamic annotation template, wherein 

o the layout of the second annotation instance differs from the layout of the 
first annotation instance (Pg. 9, Paragraph [0097]) Albornoz provides for 
multiple annotations and types of annotations depending on the object 
type to be annotated (e.g., text, graphic, spreadsheet, table, etc.). 
Furthermore, when XSL or XSLT stylesheets are applied to an annotation 
structure, the layout and appearance of the annotation instance can be 
quite different depending on the content of the annotation, the amount of 
content information a user is allowed to view (due to credential filtering 
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(Pg. 10. Paragraph [0108]) and perhaps as well as the type of object being 
annotated. 

In regard to dependent Claim 28, Albornoz discloses: 

• the first annotation instance and ttie second annotation instance each include a 
text object and a graphic object (Pg. 3, Paragraph [0034]) describes various 
possible annotation forms, including textual annotations (descriptions, revisions, 
clarifications, comments, instructions, etc.), graphical annotations (pictures, 
symbols, etc.), sound clips, etc. Albornoz also discloses that annotations may 
exist in any or all of these forms, and techniques described with reference to 
textual annotations may also be applied to other types of annotations, as well, 
and, more generally, to any type of reference to a data object. 

• an arrangement of the text object relative to the graphic object differs between 
the first annotation instance and the second annotation instance (Pg. 9, 
Paragraph [0097]) Albornoz provides for multiple annotations and types of 
annotations depending on the object type to be annotated (e.g., text, graphic, 
spreadsheet, table, etc.). Furthermore, when XSL or XSLT stylesheets are 
applied to an annotation structure, the layout and appearance of the annotation 
instance can be quite different depending on the content of the annotation, the 
amount of content information a user is allowed to view (due to credential filtering 
(Pg. 10, Paragraph [0108]) and perhaps as well as the type of object being 
annotated. 
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In regard to dependent Claim 29, Albornoz discloses: 

• at least one of the text object and the graphic object comprise variable content 
(Pg. 10, Paragrapli [0102]) tfiat eacli annotation record may contain "header" 
information common to all annotations, such as the annotation author, and a 
date/time stamp Indicating when the annotation was made (dynamic and variable 
depending on the date/time at instantiation). 

In regard to dependent Claim 30, Albornoz discloses: 

• the graphic object comprises one of a bitmap, vector art, or raster art (Pg. 3, 
Paragraph [0034]) that annotation content can be graphical (pictures, symbols, 
etc.), which can and are typically rendered as either bitmaps, vector art or raster 
art. 

In regard to dependent Claim 31, Albornoz discloses: 

• the dynamic annotation template comprises one or more form fields having 
executable instructions to define variable content (Fig. 5H: Pg. 9, Paragraph 
[0093]) discloses allowing a user to select XSL or XSLT files and to associate 
those stylesheets (executable instructions) with an annotation structure. These 
stylesheets would be variable in the sense that they might perform differently 
depending on what type of annotation structures they were applied to producing 
different output, output layout and/or content. 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1-3, 6-8, 10-15, 18-20, and 22-26 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over MapSoft (MapSoft Impress Pro Ver. 2.1 User's Manual, 
Copyright 02/2003) in view of Albornoz, and in further view of Gupta et al. (hereinafter 
Gupta, U.S. Patent No. 6,546,406 filed 10/23/1997, issued 04/08/2003). 

In regard to independent Claim 1 (and similarly independent Claim 13), 
MapSoft discloses: 

• receiving, in an electronic document application, a request to apply an annotation 
to an electronic document (Pgs. 1 1 -1 3; -» describes steps starting with executing 
a plug-in which then displays the Impress Pro dialog box; ^ within the MapSoft 
application, Impress Pro acts as a plug-in to an electronic document application 
(Adobe Acrobat) and contains features that allow one to apply an Impression 
(annotation) to a document (using Quick Apply feature); 

MapSoft fails to disclose: 

• in response to the request, accessing a dynamic annotation template for the 
requested annotation, 

However, Albornoz discloses (Pg. 5, Paragraph [0054]) describes a set of annotation 
template structures for use in displaying and collecting annotation information as a part 
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of an annotation server. The annotation template structures are dynamic (tfie term 

dynamic is interpreted as a template upon whose instantiation records or displays the 

state of the conditions on which the annotations are based when they are applied) in 

that each annotation record may contain "header" information common to all 

* 

annotations, such as the annotation author, and a date/time stamp indicating when the 
annotation was made (dynamically) (Pg. 10, Paragraph [0102]). 

It would have been obvious to one of ordinary skill in the art at the time of invention 
to combine the disclosures of MapSoft and Albornoz as both describe systems that 
allow a user to create and apply annotations to electronic documents. Adding the 
disclosure of Albornoz provides a set of dynamic templates to be used when a user 
decides to apply an annotation to and electronic document. 

MaoSoft continues by disclosing: 

• the dynamic annotation template being external to the electronic document 
application and the electronic document (Impress Pro, the application is supplied 
as a plugin to Adobe Acrobat. By definition, plugins are typically self-contained 
separate programs that enhance the features of an existing application); 

MapSoft fails to disclose: 

• a dynamic annotation template; 

However, Albornoz discloses that during the capture process, the user entering the 
annotation content (into a dynamic template) will typically be interacting with software 
that could be either embedded within their particular scientific applications (e.g., as a 
plug-in component) or, alternatively, with a separate annotation application that is 
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external to their scientific applications, for example, a stand-alone browser (external 
both to application and document being annotated) (Pg. 3, Paragraph [0039]). 

It would have been obvious to one of ordinary skill in the art at the time of invention 
to combine the disclosures of MapSoft and Albomoz as both describe systems that 
allow a user to create and apply annotations to electronic documents. Adding the 
disclosure of Albornoz provides a set of dynamic templates to be used when a user 
decides to apply an annotation to and electronic document external to the document 
editing application. 

MapSoft continues by disclosing: 

• and having fixed content, associated instructions defining variable content, and 
variable layout infomiation for the fixed content and variable content (Pgs. 1 9-24 
describe variable content, like dates, the dialog box depicts variable and fixed 
content as well as layout information). 

MapSoft fails to disclose: . 

• ... variable layout infomiation (as part of a dynamic annotation template); 
However, Albornoz discloses (Pg. 10, Paragraph [0106-0107]) that in the process of 

fetching and displaying annotations for a given user, the annotation structure fields may 
be filtered based on who the user is (role), or security clearances. If the user fails to 
meet rules concerning, for example, a security level, that content is filtered out and not 
shown (thus affecting the layout). Furthemnore, Albornoz discloses (Pg. 10, Paragraph 
[0108]) that a filtered annotation structure may have a limited subset of the fields 
contained in the structure. The filtered annotation structure mav then be transformed to 
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generate the final GUI displayed to the user . This suggests that, depending on a user's 
credentials (e.g., Secret security clearance), a given annotation would appear to be "laid 
out" differently than if, for example, the user had Top Secret clearance. Thus, the 
dynamic annotation structures, depending on user credentials, would be capable of a 
layout that was variable. 

It would have been obvious to one of ordinary skill in the art at the time of invention 
to combine the disclosures of MapSoft and Albornoz as both describe systems that 
allow a user to create and apply annotations to electronic documents. Adding the 
disclosure of Albornoz provides filtering of annotation content which would make the 
layout of an annotation variable by virtue of a user's credentials and thereby preventing 
the viewing of sensitive infonnatlon the user was not privileged to see. 

MapSoft continues by disclosing: 

• executing the associated instructions to define the variable content for an 
instance of the requested annotation Pg. 21 step 22 applying dialog box 
parameters, fields, fixed and variable content informatiori to impression); 

• applying the instance of the annotation to the electronic document, the 
annotation instance having an appearance, including a variable layout, defined 
by the variable content, the fixed content and the variable layout information 

MaoSoft fails to disclose variable content and layout, 
However, Albornoz discloses (Pg. 10, Paragraph [0102]) instantiation of a dynamic 
annotation template (in a GUI) containing content both fixed and variable and potentially 
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being filtered based on a user's credentials thus varying the appearance of the 
annotation once applied. 

It would have been obvious to one of ordinary skill in the art at the time of invention 
to combine the disclosures of MapSoft and Albornoz as both describe systems that 
allow a user to create and apply annotations to electronic documents. Adding the 
disclosure of Albornoz provides filtering of annotation content which would make the 
layout of an annotation variable by virtue of a user's credentials and thereby preventing 
the viewing of sensitive information the user was not privileged to see, and thus 
changing the appearance of the annotation depending on the filtering. 
MapSoft fails to disclose: 

• the annotation instance being modifiable by any user according to hglits or 
permissions after ttie annotation instance is applied to the electronic document. 

However, Gupta discloses annotating multimedia content (including text associated 
with the multimedia content) where a user can change characteristics of any of temporal 
annotation databases 800 and 910 to which the user has modify access. Such 
characteristics include access rights and, in particular, which users or groups of users 
have which access rights, e.g., read, write, modify, and/or delete access rights (Col. 20, 
lines 27-51). Thus, Gupta allows a given user to modify annotations of others according 
to access rights they have assigned to them. The modification can occur after the 
annotation has been instantiated (applied). 

It is also noted that Albornoz also discloses access rights in the form of filtering 
annotation structure information based on a user's credentials (Pg. 10, Paragraphs 
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[0106-0108]). Since the annotation information is stored outside of the application and 
document (Abstract), they would be available for modification assuming the user has 
the proper credentials. 

It would have been obvious to one of ordinary skill in the art at the time of invention 
to combine the disclosures of MaoSoft . Albornoz . and Gupta as all three inventions 
relate to annotation of digital documents. Adding the disclosure of Gupta provides the 
benefit of allowing for modifications of previously annotation content by multiple users 
based on access rights. 

In regard to dependent Claim 2 (and similarly dependent Claim 14), MapSoft 
discloses: 

• executing the associated instructions includes: detemnining a condition based on 
a state of a system fiosting the electronic document application, the electronic 
document application, or the document; and defining at least a part of the 
variable content based on the determined condition in that the dialog box allows 
one to define variable content such as time stamps and that such dynamic 
content is typically derived from settings such as the CPU clock. An example of a 
state of the CPU clock would be the time at which the impression was applied 
(i.e.. Pg. 21, step 22). 



In regard to dependent Claim 3 (and similarly dependent Claim 15), MapSoft 
fails to disclose: 
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• executing the associated instructions to define variable content includes 
generating one or more graphics. 

However, it would have been obvious to one of ordinary skill in the art at the time of 
invention to conclude that impressions such as those containing time stamps would 
appear, when applied, as graphics since MapSoft discloses that once applied, and the 
file saved, impressions are permanently embedded in the file (Pg. 9). This would have 
suggested that the impression was graphical in nature, providing the benefit of 
permanence thus avoiding tampering for example in de-labeling a document marked 
TOP SECRET. 

In regard to dependent Claim 6 (and similarly dependent Claim 18), MaoSoft 
discloses: 

• executing the associated instructions to define variable content includes 
receiving user input defining a value (refer to dialog box, e.g. Pg. 1 ; can receive 
user input for variable content). 

In regard to dependent Claim 7 (and similarly dependent Claim 19), MapSoft 
fails to expressly disclose: 

• accessing the dynamic annotation template includes 

o retrieving an electronic form. 
However, Albornoz discloses (Pg. 2, Paragraph [0013]) filling fields in a series of 
GUI windows for the annotation information. 
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It would have been obvious to one of ordinary skill in the art at the time of invention 
to combine the discloses of MapSoft . and Albomoz as both inventions relate to 
annotation of digital documents. Adding the disclosure of Albomoz provides the benefit 
entering annotation information by filling form fields with information. 

In regard to dependent Claim 8 (and similarly dependent Claim 20), MapSoft 
discloses: 

• the electronic form includes one or more form fields having associated scripts 
(see Pg. 34 where one can Input page ranges, etc.). It would have been obvious 
to one of ordinary skill in the art at the time of invention to conclude that it was 
typical for most electronic fomris to execute functions which use and act on fonn 
inputs to produce the desired output, providing the advantage of efficiently 
generating an impreission (annotation) in the manner specified. 

In regard to dependent Claim 10 (and similarly dependent Claim 22), 

MapSoft discloses: 

• flattening the annotation content to create a static instance of the annotation; and 
wherein applying the instance to the electronic document creates a fixed 
representation of the instance of the annotation in that once the content, 
especially variable content is applied (e.g. time stamp) it becomes and remains 
static (Pg. 9 suggests this). 
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In regard to dependent Claim 11 (and similarly dependent Claim 23), 
MapSoft discloses: 

• executing the associated instructions to define variable content includes 
obtaining one or more of a graphic, text, an image, audio, video, or a hyperlink in 
that loading, creating, and modifying impressions with variable content can be 
performed that produces impressions containing text and graphics (see 
arguments in rejection of Claims 1. and 9). 

In regard to dependent Claim 12 (and similarly dependent Claim 24), 

MapSoft discloses: 

• applying the instance of the requested annotation includes associating the 
annotation instance with a specific location in the electronic document (Pg. 1 , 
Dialog box allows one to describe where the impression is to be located on the 
page). 

In regard to Independent Claim 25, Claim 25 reflects the method of annotating 
an electronic document as claimed in Claim 1 (and similarly Claim 13), and is rejected 
along the same rational. 

In addition, MapSoft fails to disclose: 

• in response to the request, accessing an annotation template for the requested 
annotation, the annotation template having associated instructions to retrieve a 
sehal number from a centralized database, the centralized database accessible 
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to multiple users; executing ttie instruction to retrieve a unique serial number 
from the centralize database; and applying the instance of the annotation to the 
electronic document, the annotation instance having an appearance defined by 
the annotation template and including the unique serial number 
However, Gupta discloses that a temporal annotation is represented in memory 104 
(Fig. 1B) by a temporal annotation entry 300 (Fig. 3), which includes a number of fields, 
which in turn represent various characteristics of the temporal annotation (note. Fig. 1C, 
item 150 depicts these entries in a database). Specifically, temporal annotation entry 
(300) includes an author field (301), a time field (302), a time units field (304), a creation 
time field (306), a title field (308). a content field (310), and an identifier field (312). Each 
of fields 301-312 is a collection of data, which define a particular characteristic of 
temporal annotation entry (300). In an alternative embodiment which is described more 
completely below, temporal annotation entry 300 includes additional fields which identify 
multimedia document 140 (Fig. 9) as the multimedia document to which temporal 
annotation entry 300 (Fig. 3) is associated (Col. 8, lines 55-67; Col. 9, lines 1-3). In 
particular, Gupta discloses that the identifier field 312 stores data which uniquely 
identifies temporal annotation entry 300 in the same manner GUID 1002 (Fig. 10) 
uniquely identifies multimedia document 140 as described more completely below. 
Identifier field 312 (Fig. 3) can be used by other temporal annotation entries to associate 
such other temporal annotation entries with annotation entry 300. In this way, temporal 
annotation entry 300 can be annotated in the manner multimedia document 140 (Fig. 9) 
is annotated as described herein. By enabling annotation of temporal annotations. 
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threads of discussion can develop in whicli a second temporal annotation responds to a 
first temporal annotation, a third temporal annotation responds to the second temporal 
annotation and so on. Such recursive annotation provides an environment, which 
facilitates collaboration, and fruitful discussion, which has heretofore not been realized 
in multimedia (Col. 10, lines 15-30). Thus. Gupta discloses a unique identifier for every 
annotation. It would have been obvious to one of ordinary skill in the art at the time of 
invention to combine the disclosures of MapSoft and Gupta as both inventions relate to 
annotation of content. Adding the disclosure of Gupta provides the benefit of allowing 
for modifications of previously annotation content by multiple users based on access 
rights and for each annotation to be associated with a unique identifier {serial number). 

In regard to dependent Claim 26, MapSoft fails to disclose: 
• the request to apply an annotation to an electronic document is generated 

automatically in response to an event. 
However, Gupta discloses that the annotation manager 182 fonns temporal 
annotation entry 300 (Fig. 3) from identification data, content data, title data, and author 
data of a temporal annotation post request received from user interface module 184 (an 
event) (Fig. 9) as described above and adds temporal annotation entry 300 to temporal 
annotation database 150 even if temporal annotation database is previously created 
and already includes other temporal annotation entries (Col. 10, lines 42-64). 

It would have been obvious to one of ordinary skill in the art at the time of invention 
to combine the disclosures of MapSoft and Gupta as both inventions relate to 
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annotation of content. Adding the disclosure of Gupta provides the benefit of allowing 
for modifications of previously annotation content by multiple users based on access 
rights and for each annotation added to be prompted by an request to be added. 

9. • Claims 5, 9, 17 and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over MapSoft in view of Albornoz, and in further view of Gupta, and in 
further view of Altman (U.S. Patent No. 6,721,921, filed 07/26/2000, issued 04/13/2004). 

In regard to dependent Claim 5 (and similarly dependent Claim 17), MapSoft 
fails to disclose: 

• executing the instructions includes 

o requesting a service from a remote location; 
o receiving content infomiation in response to the request; and 
o incorporating the content infomnation into the variable content. 
However, Altman discloses storing annotations in a separate location, such as on 
another computer networked to the computer performing the annotating (Col. 4, lines 
39-55; Fig. 3B). 

Altman fails to disclose: 

• the retrieval of content to be used as variable content. 

However, it would have been obvious to one of ordinary skill in the art at the time of 
invention to conclude that, for example, one might retrieve timestamp (variable) 
information from a remote timeserver networked to the annotation machine. The benefit 
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of such an arrangement would have been to have an accurate and consistent time 
source to supply data to be annotation onto documents. 

Further, it would have been obvious to one of ordinary skill in the art at the time of 
invention to combine the teachings of MapSoft and Altman as both inventions relate to 
document annotation. Adding the disclosure of Altman would have allowed one to 
retrieve data outside the host computer allowing annotations to be made by remote 
users who have access to the document to be annotated. 

In regard to dependent Claim 9 (and similarly dependent Claim 21), MapSoft 
fails to disclose: 

• executing the instructions includes defining an appearance of vector art. 

However, Altman suggests that annotations can include drawn annotations (e.g., 
using free-hand or predefined shapes) (Col. 5, lines 45-52). 

It would have been obvious to one of ordinary skill in the art at the time of invention 
to combine the teachings of MapSoft and Altman as both inventions relate to document 
annotation. Adding the teaching of Altman would have allowed one to apply graphical 
annotations to the document, providing the benefit of conveying a larger density of 
information to the reader (i.e. picture worth a thousand words). 
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Response to Arguments 

10. Applicant's arguments with respect to claims 1-26 have been considered and the 
Examiner agrees to the shortcomings of MapSoft in failing to disclose dynamic 
annotation templates and variable layout information and variable layout. The prior art of 
Albornoz was introduced to disclose those limitations in combinations with the previous 
prior arts of MapSoft, Gupta, and Altman. 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James H. Blackwell whose telephone number is 571- 

272- 4089. The examiner can normally be reached on Mon-Fri. 

12. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Heather R. Herndon can be reached on 571-272-4136. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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1 3. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

James H. Blackwell 
12/16/2006 




